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DETAILED ACTION 

1. Claims 1-48 are pending in this communication filed 01/13/03 entered as 
Response, paper no. 6. 

2. The IDS filed 01/13/03 has been considered and entered as paper no. 5. 

3. Applicant's Representative, Mr. John M. Dahl was contacted by the Examiner by 
telephone on Monday, March 31, 2003, to discuss the application. The Examiner 
requested the telephone call be returned. There has not been any response to date 
which has resulted in the rejection below. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 24 and 31 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 24, recites "The method of claim 23, further comprising issuing a refund to 
the client for regular payment made for charges to be made requested fees associated 
with a matter for payment to the agency." Does Applicant mean "The method of claim 
23, further comprising issuing a refund to the client for regular payment made for 
charges to be made for the requested fees associated with a matter for payment to the 
agency"? Claim 31, recites "The method of claim 30, further comprising issuing 
refunds to the clients for regular payment for the charges to be made requested fees 
associated with a matter for payment to the agency." Does Applicant mean "The 
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method of claim 30, further comprising issuing refunds to the clients for regular payment 
for the charges to be made for the requested fees associated with a matter for payment 
to the agency"? 

Abstract Objection 

6. The abstract of the disclosure is objected to because the abstract contains more 
than 150 words. "A brief abstract of the technical disclosure in the specification must 
commence on a separate sheet, preferably following the claims, under the heading 
"Abstract" or "Abstract of the Disclosure." The abstract in an application filed under 35 
U.S.C. 111 may not exceed 150 words in length. The purpose of the abstract is to 
enable the United States Patent and Trademark Office and the public generally to 
determine quickly from a cursory inspection the nature and gist of the technical 
disclosure. The abstract will not be used for interpreting the scope of the claims." 
Correction is required. See 37 CFR 1.72(b) and MPEP § 608.01(b). 

Claim Objections 

7. The claims begin with "We claim:". The claims should begin with "I claim:" or 
"What is claimed:" because only one applicant is claiming the invention. 

Claims 1, 5, 6, 14, 15, 17, 20-22, 30-33, 42, and 43 are objected to because of the 
following informalities: Claims 1, 5, 6, 14, 15, 17, 20-22, 30-33, 42, and 43 contain a 
comma after "and". Claim 1, line 13, recites "... has a positive balance; and,". This 
claim would be better recited "... has a positive balance; and". Claims 5, 6, 14, 17, 20- 
22, 30-33, 42, and 43 have a similar problem. Claims 2 and 16 are objected to 
because of the following informalities: claim 2, line 22 recites "... by a due date;". This 
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claim would be better recited ""... by a due date and Claim 16 has a similar 
problem. Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over (US 
5,794,221) Egendorf. 

As a preliminary matter, the Examiner notes that the term "patent and trademark 
fees" will not be given any patentable weight in the independent claims 1, 10, 15, 17, 
and 24 since the terms are only found in the preamble. The preamble is not given the 
effect of a limitation unless it breathes life and meaning by the claim (see MPEP Section 
2111 .02). The terms "patent and trademark fees" merely describes the purpose of the 
claimed method. 

As to claim 1, Egendorf discloses a computerized method for managing fees 
(see abstract) comprising: inputting identification information for a matter of a client of a 
firm (i.e. customer) and a requested fee associated with the matter for payment to an 
agency as data representing the identification information into a computer workstation 
(i.e. vendors 8.1 who are connected directly to the Internet via access network 7 and 
provider 9 to bill customers 4.1 for services purchased by them over the Internet. The 
exchange of information may include identifying information relating to the customer 
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relating to the products or services being purchased) (col. 4, lines 57-col. 5, line 7 and 
lines 18-27); issuing a charge for the requested fee at the computer workstation for 
transmittal to the agency, the charge payable against an account maintained by an 
organization (i.e. bank) separate from the firm for the client, the account (i.e. bank 
account or credit card) initially funded by the client such that the account has a positive 
balance (i.e. vendors 8.1 who are connected to the Internet 1 via access network 7 and 
provider 9, to bill customers for the goods and services purchased. The billing will be 
done to billing accounts established in connection with the agreement (bank accounts, 
credit card accounts, etc.) (col. 4, lines 61-64 and col. 5, lines 3-7). 

Egendorf did not specifically teach, generating a client (i.e. customer) invoice (i.e. 
bill) including the charge for the requested fee to replenish the account maintained by 
the organization (i.e. bank or credit card company) so that upon payment by the client 
(customer) the account continually retains a positive balance. However, Egendorf does 
teach generating a customer bill including a requested fee (the provider bills the 
transaction amount to a customer billing account and remits a portion of the transaction 
amount to the vendor (col. 2, lines 25-27) (the customer has agreed on a method of 
payment (which is assumed to include any fees) which could be a charge or credit card 
or a bank account) (col. 2, lines 59-65). However, the Examiner takes official notice that 
it is well known in the art of bill paying and fee collection to replenish the account so that 
upon payment by the customer the account continually retains a positive balance. This 
allows for the account to not be charge additional fees or charges and to maintain a 
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balance of equality of a control account in the general ledger (e.g. accounts receivable) 
and the total balance of all accounts in the subsidiary ledger (e.g. customer accounts). 

It would have been obvious to one having ordinary skill in the art at the time of 
Applicants' invention to include the method steps 1 and 2, generating a client invoice 
including the charge for the requested fee to replenish the account maintained by the 
organization so that upon payment by the client the account continually retains a 
positive balance within the Egendorf system in order to allow the customer's bank 
account not to become over drawn and incur additional fees. 

10. Claims 2-48 are rejected under 35 U.S.C. 103(a) as being unpatentable over (US 
5,794,221) Egendorf in view of (US 5,649,117) Landry. 

As to claim 2, Egendorf teaches, receiving notice of an event for the matter of the 
client of the firm that will require a second fee associated with the matter for payment to 
the agency by a due date (a remitting agreement usually contains a date when the 
payment is due from the customer) (col. 5, lines 43-60). 

Egendorf did not teach, generating a second client invoice including a charge for 
the requested fee to pre-fund the account maintained by the organization such that 
upon payment by the client prior to the due date the account has a sufficient positive 
balance to cover the second fee. 

Landry discloses, generating a second client invoice including a charge for the 
requested fee to pre-fund the account maintained by the organization such that upon 
payment by the client prior to the due date the account has a sufficient positive balance 
to cover the second fee (col. 5, lines 12-21 and col. 6, lines 32-54). It would have been 
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obvious to one having ordinary skill in the art at the time the invention was made to 
combine Egendorf s receiving a notice of an event for the matter of the client of the firm 
that will require a second fee associated with the matter for payment to the agency by a 
due date with Landry's generating a second client invoice including a charge for the 
requested fee to pre-fund the account maintained by the organization such that upon 
payment by the client prior to the due date the account has a sufficient positive balance 
to cover the second fee because such a combination would have allowed Egendorf to 
have a simplified accounting system for a number of transactions which can be reported 
in periodic statements of accounts and to have a positive account maintained by the 
customer. 

As to claims 3 and 18, Egendorf and Landry did not teach, wherein the charge 
included on the second client invoice for the requested fee is less than the requested 
fee, the account having a positive balance less than the requested fee. However, the 
Examiner takes official notice that it is well known in the art of billing and fee collection 
to have the charge included on the second invoice (bill) for the requested fee to be less 
than the requested fee with the account having a positive balance less than the 
requested fee. The purpose of the second invoice (bill) for the requested fee to be less 
than the original requested fee would only be obvious that if the bill were for a lesser 
requested fee than the originally requested fee the account to would have a positive 
balance since the originally requested fee is less than the balance in the account. It 
would have been obvious to one having ordinary skill in the art at the time of Applicant's 
invention to include the method of claim 2, wherein the charge included on the second 
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client invoice for the requested fee is less than the requested fee, the account having a 
positive balance less than the requested fee within the Egendorf and Landry systems 
for the motivation stated above, supra. 

As to claims 4 and 19, Egendorf did not teach, wherein generating the second 
client invoice comprises generating the second client invoice at an accounting computer 
system of the firm. 

Landry discloses, wherein generating the second client invoice comprises 
generating the second client invoice at an accounting computer system of the firm (col. 
5, lines 44-49). It would have been obvious to one having ordinary skill in the art at the 
time of Applicant's invention to generate the second client invoice comprising the 
second client invoice at an accounting computer system of the firm and to include in 
Egendorf because an accounting system includes the formal records and original data 
maintained by a company (firm). 

As to claims 5 and 20, Egendorf teaches, generating the charge for the 
requested fee at a fee computer system of the organization (col. 6, lines 13-35); 
transmitting data regarding the charge from the fee computer system to an accounting 
computer system of the firm (col. 5, lines 18-35); and generating the second client 
invoice at the accounting computer system (col. 4, lines 57-65). 

As to claims 6 and 21, Egendorf teaches, wherein receiving notice of the event at 
an accounting computer system of the firm (col. 4, lines 65-67 and col. 5, lines 1-3) 
and transmitting data regarding the event from the accounting computer system to a fee 
computer system of the organization (col. 5, lines 3-10 and lines 31-42). 
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As per claims 7 and 23 ; Egendorf teaches, further comprising tracking a payment 
made by the client as covering one of an already made charge for a requested fee 
associated with a matter for payment to the agency and a charge to be made for a 
requested fee associated with a matter for payment to the agency (col. 5, lines 43-56). 

As per claims 8 and 24, Egendorf and Landry did not teach, further comprising 
issuing a refund to the client for regular payment made thereby for charges to be made 
requested fees associated with a matter for payment to the agency. However, the 
Examiner takes official notice that it is well known in the art to issue a refund to the 
client for regular payment made for charges to be made to requested fees associated 
with a payment to an agency. The purpose of the refund to the customer for regular 
payment for charged for the requested fees is when an over payment is made or when 
the customer paid the bill in a timely manner. It would have been obvious to one having 
ordinary skill in the art at the time the Applicant's invention was made to include the 
method of claims 8 and 24, comprising a refund to the client for regular payment made 
thereby for charges to be made requested fees associated with a matter for payment to 
the agency within the Egendorf and Landry systems for the motivation stated above, 
supra. 

As per claims 9, 25, 37, and 44, Egendorf teaches, wherein payment made by 
the client comprises a charging of one of a credit card and a charge card of the client 
(col. 6, lines 23-28). 

As per claims 10, 26, 38, and 45, Egendorf teaches, wherein the charging is 
automatic (col. 6, lines 28-32). 
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As per claims 11, 27 ; 39, and 46, Egendorf teaches, wherein the one of the credit 
card and the charge card comprises one of a Visa card, a MasterCard card, an 
American Express card, an Optima card and a Discover card (i. e. the customer can 
indicate the account by the "brand" name) (col. 6, lines 32-36). 

As per claims 12 , 28, 40, and 47, Egendorf teaches, wherein the one of the 
credit card and the charge card of the client is sponsored by the organization (col. 6, 
lines 37-40). 

As per claims 13, 29, 41, and 48, Egendorf teaches, wherein the one of the 
credit card and the charge card of the client is issued by the organization (col. 6, lines 
37-51). 

As per claim 14, Egendorf and Landry did not teach, computing interest on a 
positive balance of the account to be paid to the client; determining whether on average 
the account has a positive balance; and upon determining that on average the account 
has a positive balance, providing for no cost issuance of the charge for the requested 
fee for transmittal to the agency. However, the Examiner takes official notice that it is 
well known in the billing arts to compute interest on a positive balance of an account to 
be paid to the client, to determine whether on average the account has a positive 
balance, and determining that on the average the account has a positive balance, 
providing no cost issuance of the charge for the requested fee for transmittal to the 
agency are all accounting functions used in an organization in the reconciling of 
accounts. It would have been obvious to one having ordinary skill in the art at the time 
the Applicant's invention was made to include the computerized method of claim 1 , 
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computing interest on a positive balance of the account to be paid to the client; 
determining whether on average the account has a positive balance; and upon 
determining that on average the account has a positive balance, providing for no cost 
issuance of the charge for the requested fee for transmittal to the agency within the 
Egendorf and Landry systems for the motivation stated above, supra. 

As per claim 15, Egendorf teaches, transmitting electronically data representing 
first information regarding the charge for the requested fee from the computer 
workstation to a fee computer system maintained by the organization (col. 5, lines 18- 
35); inputting second information regarding the charge received from an external source 
as data representing the second information into the fee computer system (i.e. provider 
2 can then send verifying information to one or both of the customer and vendor to 
indicate that the transaction has been approved) (col. 5, lines 35-37); and reconciling 
electronically the data representing the first information regarding the charge with the 
data representing the second information regarding the charge at the fee computer (i.e. 
provider 2 can then send verifying information to one or both of the customer and 
vendor to indicate the transaction has been approved) (col. 5, lines 35-37). 

As per claim 16, Egendorf teaches, generating data representing a fee invoice 
including the charge at the computer workstation and electronically transmitting the data 
representing the fee invoice to an accounting system maintained by the firm (col. 4, 
lines 52-67); generating a firm invoice including the charge at the fee computer system 
for delivery to the firm (col. 5, lines 43-56). Egendorf and Landry did not teach, wherein 
the client invoice corresponds to the firm invoice such that payment by the client to the 
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firm for the client invoice is used as payment by the firm to the organization for the firm 
invoice. However, the Examiner takes official notice that it is well known in the art of 
electronic billing to have the client invoice correspond to the firm invoice such that 
payment by the client to the firm for the client invoice is used as payment by the firm to 
the organization for the firm invoice. The purpose is to emulate traditional billing and to 
provide convenient and correct billing to customers. It would have been obvious to one 
having ordinary skill in the art at the time of Applicant's invention to include the 
computerized method of claim 1 , wherein the client invoice corresponds to the firm 
invoice such that payment by the client to the firm for the client invoice is used as 
payment by the firm to the organization for the firm invoice within the Egendorf and 
Landry systems for the motivation stated above, supra. 

As per claim 17, Egendorf teaches, generating a client invoice including a 
charge for the requested fee to pre-fund the account maintained by an organization 
separate from the firm such that upon payment by the client of the client invoice prior to 
the due date the account has a sufficient positive balance to cover the second fee (col. 
6, lines 4-36). 

This independent claim is also rejected for the similar rationale given for claim 2, 

supra. 

As per claim 22, this dependent claim is rejected for the similar rationale given 
for claim 14, supra. 

As per claim 30, this dependent claim is rejected for the similar rationale given 
for claims 7-29, supra. 
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As per claim 31 , this dependent claim is rejected for the similar rationale given for 
claims 8 and 23, supra. 

As per claim 32, this dependent claim is rejected for the similar rationale given for 
claims 1 and 15, supra. 

As per claim 33, this dependent claim is rejected for the similar rationale given for 
claim 16, supra. 

As per claim 34, Egendorf teaches, wherein generating data representing a fee 
invoice comprises assigning a unique tracking number for each charge issued by the 
organization to the agency for the client of the firm (col. 2, lines 10-36). 

As per claim 35, Egendorf teaches, wherein generating the client invoice 
comprises including the unique tracking number for each charge issued on the client 
invoice, and generating the firm invoice comprises including the unique tracking number 
(col. 2, lines 38-50). 

As per claim 36, Egendorf and Landry did not teach, further comprising matching 
payments made by the client with the unique tracking numbers for the charges issued 
by the organization to the agency for the client to determine whether a given charge 
was prepaid by the client. However the Examiner takes official notice that it is well 
known in the billing art to match payments made by the client with the unique tracking 
numbers for the charges issued by the organization to the agency for the client to 
determine whether a given charge was prepaid by the client. The purpose of using 
unique tracking numbers for the charges issued by the organization is because it is 
easier to keep records for a client by using the tracking numbers unique to a particular 



Application/Control Number: 09/240,456 Page 14 

Art Unit: 3624 

client for billing and fee collection purposes. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to include the computerized 
system of claim 30, comprising matching payments made by the client with the unique 
tracking numbers for the charges issued by the organization to the agency for the client 
to determine whether a given charge was prepaid by the client. However the Examiner 
takes official notice that it is well known in the billing art to match payments made by the 
client with the unique tracking numbers for the charges issued by the organization to the 
agency for the client to determine whether a given charge was prepaid by the client 
within the Egendorf and Landry systems for the motivation stated above, supra. 

As per claim 42, Egendorf teaches, payment to a vendor (col. 2, lines 58-65). 

This independent claim is rejected for the similar rationale given for claims 15 
and 32, supra. 

As per claim 43, Egendorf teaches, generating a client invoice including the fee 
invoice at the accounting computer system for delivery to the client (col. 4, lines 57-67). 
This dependent claim is rejected for the similar rationale given for claim 16, 

supra. 

Response to Arguments 

1 1 . Applicant's arguments filed 01/1 3/03 have been fully considered but they are not 
persuasive. 

1. Applicant argues: Egendorf does not contemplate identifying a particular 
matter of a client of a firm, or any other analogous system in which a regular client of an 
organization identifies a particular transaction by inputting matter identification and 
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Egendorf further fails to contemplate a firm or functionally similar organization inputting 
the matter identification and billing information into a computer workstation has been 
considered but is not persuasive based on 

2. Applicant argues: Engendorf further fails to contemplate an account 
maintained either by Egendorf s service provider or by any other organization analogous 
to the client account maintained separate from the firm in which deposits are made or 
that is funded to have a positive balance as recited in the claims has been considered 
but is not persuasive because Egendorf teaches, the account is maintained by an 
organization (i.e. bank) separate from the firm for the client (i.e. customer), the account 
(i.e. bank account or credit card) initially funded by the client (i.e. customer) such that 
the account has a positive balance (i.e. vendors 8.1 who are connected to the Internet 1 
via access network 7 and provider 9, to bill customers for goods and services 
purchased. The billing will be done to billing accounts established in connection with 
the agreement (bank accounts, credit card accounts, etc.) col. 4, lines 61-64 and col. 5, 
lines 3-7. 

3. Applicant argues: Egendorf also fails to consider generating an invoice for 
such services, as neither the services not account are present, but further fails to 
consider calculating a bill payable to the account associated with the client in such a 
way as the account maintains a positive balance has been considered but is not 
persuasive based on the claims do not recite or disclose or suggest the "calculating a 
bill payable to the account associated with the client in such a way as the account 
maintains a positive balance". Although the claims are interpreted in light of the 
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specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

4. Applicant argues: Applicant respectfully objects to the single reference 
and presumed official notice therewith, and pursuant to MPEP 2144.03 respectfully 
requests that references showing each element of each rejected claim be cited has 
been considered but is not persuasive based on a single 103(a) rejection can be made 
because of the following: The motivation need not be expressed in a reference used to 
show obviousness. It is assumed that which is not taught in the reference relies to 
some extent on the knowledge of persons skilled in the art to complement that which is 
known and the skilled artisan is presumed to know something more about the art than 
only what is disclosed in the applied reference. 

Sources of Rationale Supporting a Rejection under 35 U.S.C. 103: Rationale 
may be in a reference, or reasoned from common knowledge in the art, scientific 
principles, art- recognized equivalents, or legal precedent. See MPEP 2144. 

5. Applicant argues: Landry does not consider payment of a second fee, 
whether related to a matter of a client of a law firm or otherwise, and further fails to 
discuss maintaining an account associated with a client of a firm at a predetermined 
level in anticipation of upcoming fees due has been considered but is not persuasive 
because it is interpreted that Landry discloses payment of a second fee related to a 
matter of a client of a firm in col. 5, lines 12-21 and col. 6, lines 32-54 ("generating a 
second client (i.e. customer invoice including a charge for the requested fee ..."). "A 
matter of a client of a law firm maintaining an account associated with a client of a firm 
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at a predetermined level in anticipation of upcoming fees due" is not interpreted as 
being recited or suggested or disclosed in claims 1-48. Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

In conclusion: Applicant fails to appreciate the breadth of the claims. In particular 
"a matter of a client" and "the firm for the client". The Applicant is reminded that 
although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 

In this rejection of claim 1 and others, for example, under Section 103(a) of the 
United States Code, the Examiner carefully drew up a correspondence between each of 
Applicant's claimed limitations and one or more referenced passages in Egendorf and 
Landry, what is well known in the art by the skilled artisan and what is obvious to one 
having ordinary skill in the art. 

The Examiner is entitled to give claim limitations their broadest reasonable 

interpretation in light of the Specification (see below): 

21 1 1 Claim Interpretation; Broadest Reasonable Interpretation [R-1] 

>CLAIMS MUST BE GIVEN THEIR BROADEST REASONABLE INTERPRETATION 

During patent examination, the pending claims must be "given the broadest 
reasonable interpretation consistent with the specification." Applicant always has the 
opportunity to amend the claims during prosecution and broad interpretation by the 
examiner reduces the possibility that the claim, once issued, will be interpreted more 
broadly than is justified. In re Prater, 162 USPO 541,550-51 (CCA 1969)< 
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Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. In an effort to advance prosecution, two references are being 
cited that have been previously cited on the PTO-892 and two new references are being 
supplied on the cited PTO-892 (Notice of References Cited) attached to this Office 
Action and listed below. 

The following references have been previously cited on the PTO-892 (Notice of 
References Cited): 

Kolling et al. (previously cited and not cited again on PTO-892) US 5,920,847 
July 6, 1999 Col. 9, lines 23-37 and col. 1 1 , lines 34-67. 

Remington et al. (previously cited and not cited again on PTO-892) US 
6,070,150 May 30, 2000 Col. 14, lines 22-57 ' 
The following two new references cited on the PTO-892 (Notice of References 

Cited): 

Jarett US 6,195,665 February 27, 2001 Col. 32, lines 35-61 
Brown, Gordon WO 96/10235 April 4, 1996 Page 4, lines 23—35, page 5, 
lines 12-page 8, Iine31, page 9, line 32-page 10, line 27 and lines 33-35, page 
11, lines 1-7 and lines 17-34, page 12, line 1-page 13, line 23. 

Inquiries 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 703-308-7064. 
The examiner can normally be reached on Monday-Thursday from 6:30 am -5:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on 703-308-1038. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-7687 
for Official communications and 703-746-5622 for Unofficial communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 



1113. 
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